Remarks 



This response is in reply to the Office communication mailed February 1, 2008. Page and 
paragraph references are to that Office communication unless otherwise indicated. 

Changes Made 

Claim 1 has been amended to include the recitations of claim 2, which has been cancelled. 

Claims 8-12, directed to a system, and claims 13-19, directed to a program storage device, have 
been cancelled with the intention of prosecuting these claims in one or more continuing 
applications. In cancelling these claims, applicants make no admission regarding their 
patentability and reserve the right to present these or other claims in such continuation 
applications. 

The title has been amended to reflect the cancellation of the non-method claims. 

New claim 20, dependent on claim 1 as amended, recites further that the step of determining 
resource requirements for the server infrastructure scenarios comprises the step of receiving 
numerical inputs specifying such resource requirements (pages 14-17; 75-97). 

New claim 21, dependent on claim 20, recites further that the step of determining an investment 
cost for the alternative server infrastructure scenario from the resource requirements comprises 
the step of calculating the investment cost from the numerical inputs specifying the resource 
requirements (page 20, 1 125). 

Finally, new claim 21, dependent on claim 20, recites further that the step of determining an 
incremental savings in operating costs for the alternative server infrastructure scenario relative to 
the baseline server infrastructure scenario from the resource requirements comprises the step of 
calculating the incremental savings in operating costs from the numerical inputs specifying the 
resource requirements (page 20, <j[ 125). 
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With this amendment, claims 1, 3-7 and 20-22 are currently pending in the application. 
Discussion 

Claim 1 as amended is directed to a method for generating a business case for an alternative 
server infrastructure scenario relative to a baseline server infrastructure scenario. In accordance 
with the invention, resource requirements are determined for the server infrastructure scenarios 
(grid capacity planner 102). From these resource requirements, there is determined an investment 
cost for the alternative server infrastructure scenario, as well as an incremental savings in 
operating costs for the alternative server infrastructure scenario relative to the baseline server 
infrastructure scenario (TCO estimator 104). Also determined is an incremental business value to 
a supported business operation of the alternative server infrastructure scenario relative to the 
baseline server infrastructure scenario (business value estimator 106. From these it is determined 
whether the total benefit represented by the incremental savings in operating costs and the 
incremental business value justifies the investment cost for the alternative server infrastructure 
scenario (business case builder 108). 

Claims 3-7 are dependent on claim 1 as amended. 

Claims 1 and 3-7 as originally presented were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. pre-grant publication number 2003/0158800 to Pisello et al. ("Pisello") in 
view of "Official Notice" (page 3, 1 3). 

Pisello discloses "methods and apparatus" for financial evaluation of information technology 
(IT) projects. As described in the application, a first software module 302 (Fig. 3) presents to a 
user various templates from a template database 208 (Fig. 2) for inputting costs and benefits 
associated with an IT project. 1 The information collected using these templates is then analyzed 
in accordance with the procedure shown in Fig. 4B and described in the corresponding text. 



These templates include: 
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Certainly, Pisello bears certain similarities to applicants' invention as defined in claim 1 and 
claims dependent thereon. However, Pisello does not teach determining resource requirements 
for server infrastructure scenarios, nor does he teach determining an investment cost and 
incremental savings in operating costs being from these resource requirements as claimed by 
applicants. 

The Examiner points to paragraph 33 of Pisello as allegedly disclosing "determining resource 
related to investment costs such as software, network components, peripherals, and labor" and to 
paragraph 39 of the reference as allegedly disclosing "the same for cost savings" (page 4). 
However, these paragraphs merely describe the inputting of various expenses and savings 
(capital costs, fees, labor costs) as monetary amounts in the first instance. They do not describe 
determining such amounts from previously determined resource requirements as claimed by 
applicants. 

Accordingly, claim 1 as amended, together with claims 3-7 and new claims 20-22 dependent 
thereon, distinguish patentably over the art cited by the Examiner. New claims 20-22 are further 
believed to distinguish patentably over the art cited by virtue of their particular recitations 
relating to the receipt of numerical inputs specifying resource requirements and calculations 
therefrom. 



1) an IT cost template, which collects information about various IT costs related to the project being analyzed (Fig. 
4A, step 412; page 4, II 33-35); 

2) a business unit cost template, which collects information about various project costs related to the project being 
analyzed that are borne by various business units (Fig. 4A, step 414; pages 4-5, II 36-37); 

3) an IT cost reductions template, which collects information about tangible benefits accruing to the ongoing IT 
operating budget and specifies improvements to various IT-related key performance indicators (KPIs) due to the 
project being analyzed (Fig. 4A, step 416; page 5, ff 38^41); 

4) a business operating efficiency template, which collects information about tangible savings and benefits to 
ongoing business operating costs and improvements in several key intangible business indicators or benefits, 
where such tangible and intangible benefits are attributed to a project being analyzed (Fig. 4A, step 418; pages 
5-6, If 42-43); and 

5) a business strategic advantage template, which collects information about various tangible strategic benefits to 
an organization and improvements to several business strategic KPIs due to the project being analyzed (Fig. 4A, 
step 420; page 6, II 45-47). 
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Conclusion 

Reconsideration of the application as amended is respectfully requested. It is hoped that upon 
such consideration, the Examiner will hold all claims allowable and pass the case to issue at an 
early date. Such action is earnestly solicited. 

Respectfully submitted, 
SUGATO BAGCHI et al. 



By William A. Kinnaman, Jr. 

William A. Kinnaman, Jr., Reg. No. 27,650 
Voice: (845)433-1175 
Fax: (845) 432-9601 
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